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It seems 2018 will be a good year for the 
vendors of midnight oil, as they pump gal-
lons of their product into the offices of the 
nation’s busy tax lawyers. 

While the Tax Cuts and Jobs Act of 2017 
represents the crowning legislative achieve-
ment of the first year of the Trump adminis-
tration (some would say the administration’s 
only accomplishment), it’s already keeping 
tax lawyers, and accountants, active. And, 
that’s an understatement. 

“The law creates a massive amount of new 
work,” says Bradford Cohen, a tax lawyer 

and partner at Los Angeles-based Jeffer 
Mangels Butler & Mitchell. “This work will 
take me through retirement.”

Of course, any time Congress enacts tax 
legislation, attorneys in this area see an 
uptick in business, but this law overhauls 
the taxation system unlike anything since 

A Taxing Endeavor …

Tax New Law Generates an Onslaught 
of Work for Lawyers

Continued on page 2



Of Counsel, February 20182

Copyright © 2018 CCH Incorporated. 
All Rights Reserved.

OF COUNSEL (ISSN 0730-3815) is published 
monthly by Wolters Kluwer, 76 Ninth Avenue, 

New York, NY 10011. Subscription rate, $1,230 for one 
year; single issues cost $154  (except OF COUNSEL 
700 ANNUAL SURVEY). To subscribe, call 1-800-
638-8437. For customer service, call 1-800-234-1660. 

Address correspondence to OF COUNSEL, 76 Ninth 
Avenue, New York, NY 10011. Send address changes 

to OF COUNSEL, Wolters Kluwer, Distribution 
Center, 7201 McKinney Circle, Frederick, MD 21704.

This material may not be used, published, broadcast, 
rewritten, copied, redistributed, or used to create any 

derivative works without prior written permission 
from the publisher. For information on how to obtain 

permission to reproduce content, please go to the 
Wolters Kluwer Web site at www.WoltersKluwerLR.

com/policies/permissions-reprints-and-licensing. 
For  customized article reprints, please 

contact Wright’s Media at 1-877-652-5295 
or go to the Wright’s Media  Web site at 

www.wrightsmedia.com.

This publication is designed to provide accurate 
and authoritative information in regard to the sub-
ject matter covered. It is sold with the understand-
ing that the publisher is not engaged in rendering 
legal, accounting, or other professional services. 
If  legal advice or other professional assistance is 
required, the services of a competent professional 
person should be sought.
—From a Declaration of Principles jointly adopted 
by a committee of the American Bar Association 
and a Committee of Publishers and Associations.

www.WoltersKluwerLR.com
Continued on page 20

the Reagan administration-driven 1986 Tax 
Reform Act. And, this transformation of the 
tax code may go even further than that one, 
because of its myriad complexities and far-
reaching ramifications. 

“This tax act is incredibly complicated, 
and despite being advertised as a tax reform, 
by no means is it reform,” Cohen says. “It’s a 
very detailed, complex set of rules that were 
designed, primarily intentionally, to benefit 
the wealthy and the super wealthy through all 
kinds of games and maneuvering. In order to 

achieve that result, these clients are going to 
need greater access to tax attorneys and tax 
accountants.”

While many corridors of the tax code 
are affected, two general areas are going to 
create perhaps the most legal tax issues for 
large companies and other purchasers of 
legal services: international tax planning and 
business-entity selection, says James Howard, 
the chair of  the tax practice group at 
Houston’s Gardere Wynne Sewell, adding 
that the law raises many questions he and 
his team will need to address for their clients. 
“With what was done with corporate tax 
rates and the pass-through deduction on the 
business-entity side, it’s not very clear at this 
point for any given business which form of 
entity to take,” he says.

Howard says the bill, pushed into law 
by the Trump administration and the 
Republican Congress, is “so broad-sweeping” 
and unlike anything he’s seen in his 20-plus 
career. “Since the 1986 act, any new law 
that has come out has been very targeted,” 
he says. “They were going after a specific 
tax. It’s always been very focused legisla-
tion. This, on the other hand, is not focused 
legislation.”

In New York, tax attorneys in the inter-
national firm of Withers Bergman are “defi-
nitely very busy,” says partner Elliot Galler. 
“There was a little bit of work to be done 
before the end of 2017. But as we get into 
2018 everyone wants to take another look at 
their business.” 

“The law creates a massive 
amount of new work.”

—Bradford Cohen, 
partner, Jeffer Mangels 

Butler & Mitchell
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Taylor’s Perspective …

Joining Forces: Merger Activity Heightens, 
in Part for Branding

The numbers are officially in, and they 
show that 2017 was the year of law firm 
mergers.

Not since 2001 has the legal profession seen 
as many combinations of partnerships, with 
65 taking place last year, up from 58 in 2016 and 
well above the 10-year average of 50, according 
to the merger research team at the consultancy 
Fairfax Associates. While this may not surprise 
many in the profession, it does underscore 
some evolving trends and also sends a message 
or two to midsized and small firms.

But first consider some of the more note-
worthy consolidations. Winston-Salem-based 
Womble Carlyle combined with London’s 
Bond Dickinson; Sutherland Asbill & 
Brennan merged with the global firm of 
Eversheds, headquartered in London; and 
Norton Rose Fulbright was particularly busy 
last year, substantially growing its already 
numerous lawyer ranks by combining with 
New York’s Chadbourne & Parke as well as 
with Henry Davis York in Sydney. 

See a pattern here? These are US firms that 
merged with major global players. As Fairfax 
consultant Lisa Smith puts it: “Cross-border 
mergers are driving the combination activity. 
Firms that are big but not big enough to be 
global on their own are recognizing that they 
need more global capability.” 

That is, the leaders of some law firms under-
stand that they must have an international 

platform so they sit around the table discuss-
ing ways to achieve this. They suspect that 
XYZ Company would have retained them 
for a certain important matter but instead 
chose a big-name global firm to do the work. 
Essentially, they say to themselves, “Maybe 
we need to start exploring overseas.”

And sometimes they lose long-term cli-
ents because they don’t have an office in 
Frankfurt or Shanghai or Abu Dhabi. Much 
of the desire to merge with global firms “is 
really about preserving the work that they’re 
already doing,” Smith says. “Yes, sometimes 
it’s about expanding the work. but often it’s 
about maintaining existing work.”

Brand Matters

Smith and her colleagues consult with a 
lot of law firm clients and she says that, of 
course, the purchasers of legal services want 
quality attorneys with the right experience for 
their needs, but over the last couple of years 
she’s heard clients looking for something else. 

“They’re increasingly influenced by 
brand,” she says. “The more complex the 
matter—whether it’s a deal or litigation—
the more likely they are to pick a brand-
name firm. Brand often, but not always, 
comes with size. And while there are some 
well-known brand-name firms that aren’t 
1000 lawyers, clients certainly see that there 
are benefits of  size.”
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This is particularly true when the corpo-
rate executives, and even more so, the com-
pany’s board members are involved. A CYA 
factor comes into play. “We’ll hear general 
counsel say, ‘If  it’s a board-level decision, 
then we have to have a top 25 firm,’” Smith 
says. “The board has to feel, especially for 
bet-the-company matters, that they’ve hired 
the best they can. They don’t want anyone to 
question it after the fact.”

Legal recruiter with Major, Lindsey & 
Africa Brian Burlant, who also works with 
a lot of corporate clients, observes the same 
strategic thinking. “Some companies select a 
brand-name firm for important matters,” he 
says, “so that if  something goes awry it can 
be justified: ‘Well, we hired Skadden.’”

Of course, several big domestic mergers 
also became formalized in 2017, as is the 
case with most years. The largest among 
these combinations included Philadelphia-
based Saul Ewing with Chicago’s Arnstein & 
Lehr, Washington’s Arnold & Porter with 
New York’s Kaye Scholer, and not surpris-
ingly, Memphis-based Baker Donelson made 
a major move too, combining with Ober 
Kaler in Baltimore. It seems every time I talk 
to Baker’s CEO Ben Adams Jr., a frequent 
and helpful Of Counsel source, he mentions 
the firm’s strategic growth; clearly he and 
his partners continue to enhance their geo-
graphic reach and attorney depth.

Smaller Hook-Ups

Like many years, however, most of 2017’s 
mergers were small ones, with 68 percent of 
the combinations involving firms with 20 or 
fewer lawyers, according to the Fairfax data. 
Often these moves were driven by younger 
partners who see the writing on the prover-
bial walls and want—or actually know they 
need—change. 

“Most of those small firms were Baby 
Boomer-founded partnerships that studiously 

avoided any succession planning,” says Tom 
Clay, a consultant with Altman Weil, which 
also tracks mergers. “And now the younger 
guys and gals can’t carry on the client base 
or the younger partners are now in charge 
and they have a different world view; they see 
a 15-attorney firm as not being competitive. 
Gen X-ers consider some things that the Baby 
Boomers who started the firm wouldn’t.”

Of course, there will always be a place 
for small and midsized firms, and since the 
recession several midsized firms have even 
outpaced the megafirms in some regards, 
as has been well documented in these pages 
and elsewhere. But the urge to merge is wide-
spread, and this year could set new records 
for combinations. 

When a midsized partnership does come 
together with a large global firm, the lawyers 
can sometimes become distracted. Smith has 
this post-merger advice to those attorneys: 
“People can’t get wrapped up in the inner 
workings of the firm. Sometimes they turn 
inward and focus on internal management 
and their position in the firm. It’s important 
to keep reminding everybody in the firm that 
the clients still come first.”

They also need to show through outreach 
efforts that they won’t forget their middle-
market and smaller companies, now that 
they’re combined into a super global pow-
erhouse and represent Amazon or Google. 
Sometimes that requires some reassurance 
about rates as well. 

“You may need to have conversations 
about pricing because there’s sometimes a 
perception that pricing will increase,” Smith 
says. “Clients might think that the whole rate 
structure is suddenly going to change because 
of this merger. Often it doesn’t, so these dis-
cussions are very helpful.”

Sound advice, Lisa —as usual. ■

—Steven T. Taylor
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Relaxed Requirements …

What Are Environmental Lawyers Supposed 
to Do Now?

At a moment when the New York Times is 
reporting on the hunt for “resistance” employ-
ees at the US Environmental Protection 
Agency by a public affairs firm hired by the 
agency itself, in a year when federal enforce-
ment against polluters has already declined 
in comparison to prior administrations, and 
when a number of states and the District of 
Columbia have already filed suit against EPA 
Administrator E. Scott Pruitt in an effort to 
get him to designate areas of the country 
with unhealthy levels of smog as required 
by the Clean Air Act (California v. Pruitt, 
No. 3:17-cv-06936 (N.D. Calif. filed Dec. 5, 
2017), one cannot help but wonder what the 
environmental defense bar is up to these days. 

Will environmental lawyers, particularly 
those working for big clients in Big Law, 
be sitting idly during the remainder of the 
Trump administration?

Not under any circumstances, of course, 
what with demands for billables being what 
they are. Despite the high-octane headlines 
all but declaring an environmental apoca-
lypse, it might be a mistake to assume that 
very much about the day-to-day practice of 
environmental law has changed at all during 
Trump time or that the future of the practice, 
no matter what sort of client one happens to 
represent, is anything other than busy as well 
as bright.

Plus ça change

In some ways, environmental law practice 
under the “Make America Great Again” 
president remains the same. “Environmental 
law practice has continued to require staying 
abreast of policy changes being implemented 
by the various federal agencies that oversee 

environmental issues,” says Laura Granier, a 
partner at Holland & Hart in Reno, NV. 

Indeed, EPA’s jurisdiction over environ-
mental matters is far from exclusive. The 
Departments of Interior and Defense tend 
to get in on the fun at the federal level, as 
do various regulatory commissions (think 
Nuclear or Federal Energy) depending on the 
precise subject matter at hand. 

Since Donald Trump took office, “the 
actual practice of law has not changed in 
any substantive way,” acknowledges John 
Fumero, a shareholder with Nason Yeager 
in Boca Raton, FL,. who works on environ-
mental and land use issues. Instead, “the 
environmental regulatory agencies and their 
priorities have changed.” Agencies, subject 
to the vagaries of their funding, are facing 
reduced budgets and understaffing, Fumero 
says. 

The current political climate is “oriented 
toward less bureaucracy and less regulation,” 
Fumero adds. The focus now is on greater 
efficiency. And jobs.

A Little Executive Fiat

To that end, Trump has issued “a lot of 
executive orders involving the environmental 
area where EPA has been instructed to review 
regulations that exist or are being contem-
plated and either revise, rescind, or repeal,” 
observes Pamela Barker, a member at Lewis 
Rice in St. Louis and a former chair of the 
ABA’s Section of Environment, Energy, and 
Natural Resources. Of the 50-plus executive 
orders President Trump has issued thus far, 
a number do affect the environmental spec-
trum, including:
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• Establishing Discipline and Account-
ability in the Environmental Review and 
Permitting Process for Infrastructure 
Projects, Exec. Order No. 13,807 of Aug. 15, 
2017, 82 Fed. Reg. 40,463 (Aug. 24, 
2017), which proclaims that it is now 
the policy of  the federal government 
to “conduct environmental reviews and 
authorization processes in a coordinated, 
consistent, predictable, and timely man-
ner in order to give public and private 
investors the confidence necessary to 
make funding decisions for new infra-
structure projects” (Sec. 2(f)) and “make 
timely decisions with the goal of com-
pleting all Federal environmental reviews 
and authorization decisions for major 
infrastructure projects within 2 years” 
(Sec. 2(h)).

• Promoting Energy Independence and 
Economic Growth, Exec. Order No. 
13,783 of Mar. 28, 2017, 82 Fed. Reg. 
16,093 (Mar. 31, 2017) (directing the 
immediate review of all agency actions 
that potentially burden the safe, effi-
cient development of domestic energy 
resources).

• Reducing Regulation and Controlling 
Regulatory Costs, Exec. Order 13,771 of 
Jan. 30, 2017, 82 Fed. Reg. 9,339 (Feb. 03, 
2017) (requiring the identification of 
at least two existing regulations to be 
repealed for every proposed or promul-
gated new regulation).

The fallout from such an approach remains 
to be seen. “I think for the regulated commu-
nity, as well as for clients, we are just watch-
ing and waiting to see the results,” Barker 
says.

Yet Trump’s habit of making change via 
executive order is not the only way environ-
mental policy has been modified this year. 
For instance, since Trump entered office, 
both houses of Congress voted to kill the 
Bureau of Land Management’s Planning 2.0 
rule, an Obama-era regulation that “would 
have implemented sweeping changes to the 
agency’s approach to land use planning,” 
Granier explains. 

“This regulation was repealed under the 
Congressional Review Act, which also pre-
vents the agency from issuing a new rule 
that is substantially the same without new 
authorizing legislation from Congress,” adds 
Granier. The Congressional Review Act, 
5  U.S.C. §§  801–808 was signed into law by 
President Bill Clinton back in 1996. It allows 
Congressional review of regulations issued 
by the federal government and, with a joint 
resolution, disapproval of those regulations. 

In fairness, the Obama administration did 
promulgate the final Planning 2.0 rule, which 
would have increased transparency and pub-
lic involvement, only while it was on its way 
out the door. The final rule was published 
in December 2016 and became effective on 
January 11, 2017, just days before the Trump 
inauguration. On March 27, Trump signed 
H.J. Res. 44 repealing it.

More Efficient or Less Effective?

Is the environment better or worse off ? 
The answer, of course, depends on whom 
one asks. Just months ago, the ABA Section 
of Civil Rights and Social Justice, working 
with the Environmental Law Institute, pub-
lished the first edition of a free e-book called 
Environmental Protection in the Trump Era 
that, according to its promotional materials, 
“provides a snapshot of major Trump admin-
istration actions on climate change, clean air 
and water, pipelines and offshore drilling, 
toxic properties and superfund sites, rolling 
back regulations, cutting budgets and agen-
cies, and environmental justice.” 

Of course, of the many problems that 
the planet happens to have, many long pre-
date the current president’s tenure. Trump’s 
emphasis on infrastructure is perhaps not 
misplaced given events like the drinking 
water crisis in Flint, MI, which surfaced 
back in 2014 when Trump was not yet even 
running for office. 

Flint switched drinking water sources to 
save money, and lead from old pipes leached 
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into the water. When residents complained, 
their concerns were dismissed by state and 
local officials for a period of time. The fed-
eral EPA eventually became involved but, in 
the minds of some, long after it should have. 
Even today, domestically, there are “aging 
infrastructure and aging pipe systems” along 
with “municipalities that are candidly having 
difficulty doing things,” observes Christopher 
Torres, a shareholder at Greenberg Traurig in 
Tampa, FL, who works on toxic tort defense 
and environmental litigation.

This notion that government officials are 
unable to act quickly enough spreads far 
beyond the water problems in the state that 
once billed itself  as a Water Wonderland. 
EPA Administrator Pruitt wrote earlier this 
year that he was surprised to learn that there 
are still some 1,330 Superfund sites in the 
country and some have been listed as such for 
three decades. 

The Superfund law, originally enacted in 
1980, provided for the cleanup of contami-
nated sites. In May, Pruitt established a 
Superfund Task Force to provide recommen-
dations on how the agency basically could 
speed up the process so that sites get cleaned 
up. It issued its recommendations in July.

“The goal was to get property back into 
use as quickly as possible,” says Jeffrey Karp, 
a partner in the Environment & Natural 
Resources Group at Sullivan & Worcester in 
Washington, DC. 

Yet even as EPA leadership is trying to 
streamline certain activities, President Trump 
has sought to cut its budget by some 30 
percent. “From a morale standpoint, a lot 
of communications out of the White House 
have had a profound demoralizing effect on 
a lot of the staff  and management at EPA,” 
observed Andrew Levine, co-chair of the 
environmental practice group at Stradley 
Ronon in Philadelphia.

“Eventually, that reduction in federal 
resources will have an effect on the private 
sector’s ability to get things done,” predicts 

Daniel Riesel, a principal at Sive, Paget & 
Riesel in New York. 

The States Step In

Yet Trump’s efforts to enhance efficiency 
and promote economic growth ultimately may 
slow the corporate world down. As the federal 
government steps back, the states, at least 
some of them, are stepping in to fill the void.

“Initially, industry may be happy that the 
feds are stepping back,” says Karp. “We have 
seen this before.” Indeed, back in the 1980s, 
Ronald Reagan got into a bit of hot water 
after installing corporate sorts in high-level 
environmental positions and then cutting 
their budgets drastically. EPA Administrator 
Anne Gorsuch Burford, the mother of cur-
rent Supreme Court Justice Neil Gorsuch, 
resigned from the agency in 1983 following 
Congressional investigation and accusations 
that the Superfund program was mismanaged. 

While some corporate interests might not 
be upset that federal environmental enforce-
ment is not as strident as it used to be, they 
might do well to remember that EPA has 
actually delegated much of its enforcement 
authority to states which, in many cases, are 
authorized to impose more stringent stan-
dards than the federal government. 

“States have taken the lead in regula-
tory programs,” observes Jerome Muys Jr., 
a partner in the Environment & Natural 
Resources Group at Sullivan & Worcester in 
Washington, DC, and co-leader of the firm’s 
Climate-Related Business & Technology 

Think complying with a single 
federal requirement is a big 
hassle? Try complying with 
50 different ones on the very 

same subject.
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Group. “Most have gone beyond what EPA 
promulgated, with California being most rig-
orous,” he adds. 

“The absence of EPA has led to industry 
having to deal with a multitude of differing 
obligations,” Muys says. Think complying 
with a single federal requirement is a big 
hassle? Try complying with 50 different ones 
on the very same subject.

Of course, enforcement levels and bud-
gets in the states vary. Some are keener than 
others on keeping industry content. In New 
York, however, there has been no slacking in 
enforcement, observes Daniel Riesel, a prin-
cipal at New York’s Sive, Paget & Riesel.

So chin up for those who are disheartened 
by environmental law and policy develop-
ments thus far. In some measure, regulation 
and enforcement levels, as in other areas, are 
a bit cyclical. Push too hard and then ease 
up, relax a little and then come down force-
fully. “This is not the first time that we have 
gone from one type of administration to the 
other,” notes Richard Ericsson, chair of the 
Environmental Department at Cole Schotz in 
Hackensack, N.J. 

“Contamination issues tend to live on,” 
explains Ericsson. “Even as some clients 
might now just be saying ‘maybe we will not 
have to clean up as much of this,’ in my expe-
rience, there is never political will to loosen 
contamination standards.” Even the most 
diehard state wants contamination cleaned 
up, he adds. ■

—Lori Tripoli

Lori Tripoli is a writer based in Bedford, NY. 
The author of Contemporary Law Office 
Management (Aspen/Wolters Kluwer), she 
focuses on legal and environmental issues. 
Reach her at lori@loritripoli.com.

In some measure, regulation and 
enforcement levels, as in other 
areas, are a bit cyclical. Push 

too hard and then ease up, relax 
a little and then come down 

forcefully.
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What’s Ahead: Hot Environmental Practice 
Areas Now

Almost a year in to the Trump admin-
istration, the environmental lawyers Of 
Counsel spoke to are anything but pessimis-
tic about the continued prospects of  practice 
in this field. Yes, President Trump is making 
some changes and cutting budgets, but the 
regulated community tends to have its own 
environmental programs firmly in place. 
What’s more, a number of  corporations, 
finding that they can save money if, say, they 
decrease their usage of  resources like fossil 
fuels or water, have embraced the notion of 
sustainability. 

Here’s what some practitioners are enthu-
siastic about now:

Extractive Industries

“There are going to be considerable oppor-
tunities for energy companies to advance 
their projects a little more quickly.”—Daniel 
Riesel, a principal at Sive, Paget & Riesel in 
New York

“We are seeing an explosion in inter-
est in investing in new pipelines.”—Jerome 
Muys, a partner at Sullivan & Worcester in 
Washington, DC

“In Pennsylvania, what we are watch-
ing for the most has to do with hydraulic 

fracturing. The prior administration was 
rather hostile; we do not sense that in the 
current administration. With a Secretary 
of  Energy who comes from Texas, we want 
equal treatment under the law for our energy 
access.”—Andrew Levine, co-chair of  the 
environmental practice group at Stradley 
Ronon in Philadelphia and a member of  the 
Greater Philadelphia Energy Action Team 
(a multi-industry initiative of  the Greater 
Philadelphia Chamber of  Commerce seek-
ing to capitalize on the Marcellus and Utica 
natural gas reserves to establish the region 
as an energy hub and to promote pipeline 
development from Pennsylvania shale gas 
wells)

While some may remember protests about 
pipelines by indigenous people and environ-
mental groups during the Obama administra-
tion, “a lot of tribes have natural resources to 
be developed. Many may see changes in this 
administration to encourage further devel-
opment as welcome.”—Jody Cummings, a 
partner at Steptoe & Johnson in Washington, 
DC, who was previously the deputy solicitor 
for Indian Affairs at the US Department of 
the Interior

Environmental Due Diligence 
and Transactional Work

“M&A work is going through the 
roof.”—Jeffrey Karp, a partner at Sullivan & 
Worcester in Washington, DC

The dot-com boom and its need for 
“last mile” distribution centers have made 
environmental aspects of  real estate and 
mergers and acquisitions a hot practice 
area. In port states like New Jersey, “there 
are strong needs for large properties for 
warehouses and distribution.”—Catherine 
Bostock, a member at Cole Schotz in 
Hackensack, NJ

Yes, President Trump is 
making some changes and 

cutting budgets, but the 
regulated community tends 

to have its own environmental 
programs firmly in place.
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On the East Coast, there is limited land 
available, and developers “looking to build 
have to reach to properties that have more 
environmental baggage to get the assemblage 
of properties to support a million-square-
foot distribution center.”—Richard Ericsson, 
chair of the Environmental Department at 
Cole Schotz in Hackensack, NJ

Water Rights

“Water law, especially in Nevada, is a 
hot practice area thanks to the scarcity of 
this particular resource.”—Laura Granier, 
a partner at Holland & Hart in Reno, NV

Zoning and Land Use

“Many local governments are now look-
ing at revising their regulations to address 
environmental sustainability. Climate change, 
sea-level rise, and their impact on building 
codes are being actively examined by many 
local governments.”—John Fumero, a share-
holder with Nason Yeager in Boca Raton, FL

Sustainability

While not necessarily a hot practice area, 
the notion of sustainability has gained a 
strong foothold with corporate clients, and 
some environmental lawyers are finding more 
work in this area.

“The legal work is in helping a company 
look at its processes. Many companies have 

a general idea [about sustainability], but do not 
know how to incorporate it in their business 
practices. That is where lawyers can help.”—
Pamela Barker, a member at Lewis Rice in 
St. Louis, MO

“We are seeing more and more projects in 
the area of solar energy. I recently permitted 
a 600-acre solar farm located in Okeechobee 
County, FL, in partnership with Florida 
Power & Light.”—John Fumero 

“Renewables are here to stay.”—Catherine 
Ward, co-chair of the environmental practice 
group at Stradley Ronon in Cherry Hill, NJ

Often, sustainability is “considered an 
internal corporate priority and is executed 
internally to promote the culture. We get 
brought in on isolated questions, like sus-
tainability legal issues about getting appro-
priate LEED certifications or construction 
delays.”—Andrew Levine ■

—Lori Tripoli

The notion of sustainability 
has gained a strong foothold 
with corporate clients, and 

some environmental lawyers 
are finding more work in 

this area.
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A Daunting Task:

Compensation Committees’ Most Common Errors

“How can you think and hit at the same 
time?” – Yogi Berra

Making compensation decisions about 
one’s peers is arguably the most difficult 
task in law firms. You do it once a year 
in a compressed timeframe. The job is 
asymmetrical—lots of downside risk for get-
ting it wrong and limited upside opportunity 
for getting it right. The good news is that you 
are more likely to get it right than you would 
be to get a hit in Major League Baseball.

Here are the most common errors we 
observe and some thoughts on how to address 
them in your law firm:

Too much committee turnover: Short dura-
tion terms and term limits prevent expe-
rienced, consistent decision- making and 
development of  institutional knowledge. 
Good compensation committee skills and 
historical context generally take three years 
to develop, yet the average committee term 
is under two and one-half  years, and nearly 
one-third of firms limit participation to one 
term.

No management participation: Concerned 
about concentration of authority, partners 
will often set up independent compensation 
committees. This approach is found at about 
one in four firms, and can undermine two of 
the best practices in partner compensation: 
(1) recognizing smart, informed risk-taking 
efforts and results related to firm strategy, and 
(2) supporting the group’s agreed-upon val-
ues and desired work environment. Isolating 
management from the compensation process 
strips them of their most effective means of 
walking the talk about what behaviors are 
valued by the firm.

Nonexistent, limited, or ineffective feed-
back: Admittedly, firm size plays a significant 

role in how much process is typically involved 
or appropriate for compensation decisions. 
Also important is the approach taken: for-
mula, subjective, or lock-step/equal-static 
share. However, far more firms conduct pre-
decision interviews or obtain written submis-
sions from partners than consistently offer 
feedback on their decisions. And when it is 
offered, it’s often only for problem partners 
or upon request of a partner. 

Processes in this area have improved over 
the past decade, but not nearly enough. The 
problem is exacerbated by the increasing 
importance of intangibles in making deci-
sions, without a commensurate shift in more 
robust feedback to provide the context and 
nuance necessary to understand a decision 
and its meaning.

A stubborn resistance to shifting origina-
tion credits: While not representative of the 
behaviors that make for a collaborative firm, 
the market rule is that origination belongs to 
the individual who can “walk out the door” 
with the client. (Notably, the market is popu-
lated by firms that keep less work than they 
expected when a partner departs, and depart-
ing partners taking less work with them than 
they expected, coupled with a newly emerg-
ing trend of clients shifting work elsewhere 
when partners shift firms. Better said, some 
clients are tiring of being treated as compen-
sation leverage and are taking the opportu-
nity to break old relationships and shift work 
to other firms that have been courting them.) 

However, a move away from a single defini-
tion of origination can facilitate a more effec-
tive recognition and allocation of origination 
credits. Begin at the beginning by asking and 
answering three questions: 

• Why does work come to the firm? 
• Why do we keep that work? 
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• Why do we get more of the client’s legal 
spend? 

Then reach an accord with your partners 
on what origination looks like and how it 
should be allocated. This common protocol 
will simplify what the committee does, as 
well as the integration of new partners into 
the firm. 

A growing corollary to this problem is 
younger partners’ expectation of  passive 
inheritance rights to retiring partners’ cli-
ents (and origination credits) without an 
appropriate investment in those client rela-
tionships. Compensation committees should 
encourage firm leaders to address this sig-
nificant sustainability issue. By doing so, they 
will be better able to recognize and reward 
younger partners who are contributing to cli-
ent sustainability and take other action with 
those who are not.

Lack of consistent metrics to differentiate 
intangible contributions: It is difficult to eval-
uate how much and how well an individual 
partner contributes to the success of the firm 
outside of the traditional roles of practitio-
ner and business generator. The conversa-
tions about that assessment are themselves 
quite subjective. 

Where formally evaluated, the typi-
cal three-factor scale of “does not meet,” 
“meets,” and “exceeds” expectations is not 
very helpful if  expectations are not well 
defined. Also, the typical five-point scale 
(“excellent” to “poor”) lacks consistency on 
just what those terms mean from partner to 
partner. There are tools called rubrics that 
can better frame the expectations and perfor-
mance levels. Rubrics offer a concise descrip-
tion that paints an image of what each level 
of performance looks like for each specific 
intangible. (Sample rubrics are available from 
Altman Weil.)

“Fixing” performance problems with com-
pensation reductions: A frequent inquiry from 
compensation decision-makers goes like this: 
“What is wrong with reducing compensation 

for unproductive partners?” The problem 
is that it says, quite clearly, that there are 
no performance standards. Standards, like 
minimums, are not meant to be aspirational; 
they are meant to be requirements. Reducing 
compensation meets the best practice of Pay 
Proportional to Performance®, but it does 
not address the underlying problem—a lack 
of performance. More often than not, once 
compensation is reduced, the individual’s 
performance and attitude gets worse, not bet-
ter. To solve a problem, you fix the problem. 
The compensation reduction may also be 
necessary, but don’t mistake it for a tool to 
improve performance. 

Sending a message: Many Compensation 
Committees believe that their decisions send 
a clear message. I have tested this hypothesis 
by debriefing with compensation committees 
on the intended message of their decisions, 
and then interviewing the individual partners 
to learn their perspectives on those decisions 
and their place in the firm. 

Generally, the match-ups were not very 
good. Even messages for stars and rising stars 
were not well aligned between intended mes-
sage and received message. In other words, 
compensation is a lousy messaging tool. 
There is no way around it: You need to have 
a conversation that explains the decision and 
how the partner can improve going forward. 
Make sure the right people are participating, 
typically a compensation committee member 
and the partner’s practice group leader.

Process without purpose: Each interaction 
has a specific purpose and a proper constitu-
ency. Ensure that both you (the committee 
member) and the individual partner are con-
tributing to that purpose. Why do you ask 
for partners to prepare some sort of writ-
ten submission or answer a questionnaire? 
How do you control the content, length, 
and focus of the submission? Why do you 
have briefing books with reams of data and 
stats? Why do you have pre-decision inter-
views? Why do you prepare a compensation 
committee report? What are the appropriate 
topics for that report? Why do compensation 
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committee members discuss process at part-
ner meetings? What is the purpose of feed-
back? Why might you have mid-year check-in 
conversations? How do you convey that you 
read, listened to, and thoughtfully considered 
each input you asked the partner to provide? 

All too often there is insufficient stra-
tegic thought given to each facet of the 
compensation process. The remedies are 
all communication-based, and provide the 
transparency and context for understanding 
and confidence.

Rush to implement profitability analysis in 
compensation decisions: This action point is 
likely a surprise entry. I wholeheartedly agree 
that the profession is correct to move towards 
incorporating profit contribution into their 
compensation decisions. The likelihood that 
two equivalently sized gross practices are 
consuming markedly different resources and 
yielding markedly different profit contribu-
tions is high. But my objection is that, before 
you run with this in compensation, it is better 
to walk with it as an operational tool. 

Let your finance team design and build 
it. Carefully consider cost allocation and 
profit contribution analysis. Communication 
and engagement are essential, as this pro-
cess is an iterative one and a learning 
exercise. Understand the level of practice 

interdependency and how that interrelation-
ship factors into the profit models and even-
tually the resulting compensation decisions. 
Do not succumb to the temptation to micro-
assign costs. The level of detail should be 
sufficient for rational decisions, but not so 
extensive as to create unnecessary cost or 
burden. Be mindful of who you are cultur-
ally, and design something that reinforces the 
value system.

Select a team to beta-test the finance 
team’s work, including roll-out training. 
Make refinements based on the beta tests and 
continue until the fundamental approach, the 
end-user tools, and the training/support are 
geared to your needs. Then extend it to the 
rest of your firm. 

Once partners are up to speed, give them 
a timeframe to show improvement. At this 
point, you can start holding partners account-
able for using the profit tools and incorporat-
ing their efforts and results in compensation 
decisions. ■

—James D. Cotterman

James D. Cotterman is a principal of legal 
management consultancy, Altman Weil, Inc. 
He advises law firms on compensation, capital 
structure, and other economic issues. Contact 
him at jdcotterman@altmanweil.com.
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Strategic Move?

So They Offered You Non-equity Partner …

You are a partner at a law firm and have 
decided that it’s a good time to make a 
move. Perhaps you are an equity partner at 
one firm and have just been offered a posi-
tion at another firm, your dream firm—but 
as a non-equity partner. Or, maybe you are 
a non-equity partner at your current firm or 
coming from government and really want 
to make your next move to a firm where 
you will reach equity partnership. While 
that offer may feel like a step back and may 
seem discouraging at first, it is becoming 
more and more common in today’s lateral 
market for lateral partner candidates to 
enter their new firms as non-equity partners 
even when those candidates are moving 
from one firm to another with a portable 
book of  business. 

As legal recruiters, we regularly see very 
strong candidates who in the past would 
expect equity offers, including govern-
ment lawyers and law firm equity partners, 
receive offers for non-equity partnership 
positions. Many firms are choosing to 
do more and more due diligence before 
bringing on lateral partners. This move 
toward making non-equity partnership 
offers is part of  that trend because it puts 
the firm at less risk in bringing on the new 
partner. 

So, if  you are in the market to make a 
move, it helps to be aware of  this trend. 
If  the new firm provides a strong platform 
and is a strong fit for you, then you should 
understand that the offer of  non-equity 
partner is likely less about you and is more 
likely part of  an overall growing trend. 
Given that non-equity offers for laterals 
are becoming the norm, you should be 
prepared for this wrinkle and consider 
other aspects of  the offer (e.g., platform, 
compensation) when determining if  it’s the 
right opportunity to take. 

To properly evaluate an offer as a non-
equity partner, it is therefore helpful to get 
the answers to a number of questions.

Understand the Firm Structure

Regardless of whether you are a partner 
or an associate, one of the most important 
aspects of any law firm that you need to 
understand before joining is the firm struc-
ture. Knowing how the firm is set up and how 
the firm supports its lawyers will help you 
decide if  it’s a place you could call home and 
one at which you could positively contribute 
to the bottom line. Find out:

• What is the structure of the partnership?
• What is the current makeup of equity 

and non-equity partners in the firm and 
in your practice group? Are there plans to 
change this balance in the future?

• Does the firm have permanent income 
partners or fixed-share partners?

• Are income partners treated as employees 
of the firm and offered employee benefits 
(health insurance, 401(k), etc.)?

• Is there any capital contribution for 
income partners? What is the cur-
rent capital contribution for equity 
partners?

• What is the breakdown of women and 
minorities at the firm? How are they 
represented in the non-equity and equity 
partnership ranks? If  these numbers are 
not good, what is the firm doing to make 
improvement?

Find Out How Compensation 
Is Determined

Most law firms look to the same data 
to determine compensation but each has 
a unique way of weighting those criteria, 
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Ask What Needs to Happen 
to Make Equity Partner

Firms often have guidelines that can be 
described as a mix of  objective and sub-
jective criteria when it comes to becoming 
an equity partner. You will want to gain a 
strong understanding of  how these factors 
are interpreted in your office, in your prac-
tice area, and in the firm overall. Uncover 
the following:

• Is there a general expectation with respect 
to income partners and the path to equity 
partnership (e.g., length of time before 
eligible for promotion to equity)?

• Is there a hard rule regarding book of 
business before someone can be evalu-
ated for equity partnership? Is a profit-
ability evaluation performed on this 
calculation? 

• Is there a maximum amount of time 
someone can spend as income partner 
before “up or out” kicks in (e.g., metrics 
regarding originated revenue, etc.)?

• Is there a cultural expectation to becom-
ing an equity partner? Does the firm have 

including book of  business, billings, and 
cross-selling. Depending on who you are and 
your particular strengths, different systems 
might have different results for you. Before 
making any move, get as much information 
as you can on the system at the firm and 
understand if  this system will change if/when 
you become an equity partner. Ask these 
questions:

• How is compensation determined for 
income partners and how often is it 
reviewed? Are there particular metrics that 
are used (e.g., billable hour thresholds/
requirements, originations, shared credit 
on matters)? 

• As a general matter, do income partners 
receive bonuses and, if  so, how is this 
determined?

• Is there an upper limit or cap for income 
partner compensation and, if  so, is that 
before or after any potential bonus 
eligibility?

• Do non-equity partners see any bonus 
based on firm performance?

• Do partners share credit on matters? If  
so, how does this work? Can income part-
ners be billing partners on matters?
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non-equity partners who meet objective 
measurements but who are not equity 
partners because of other reasons? If  so, 
what are those reasons? 

When receiving an offer from a new firm, 
your focus should be on whether the firm is 
a place where you will thrive and progress 
versus having a higher-grade title that you 
feel you deserve when you walk in the door. 
By doing your own due diligence and finding 
out everything you can about the structure 
and the culture of the firm, you will be able 
to make a better decision for your career 

path,  and you will end up making a move 
that will benefit you in the long run. ■

—Carol Morganstern 
and Lauren Drake 

Carol Morganstern and Lauren Drake are 
managing directors within Major, Lindsey & 
Africa’s Partner Practice Group, based in 
our Northern California and Washington, 
DC, offices, respectively. Reach Carol at 
cmorgans@mlaglobal.com and Lauren at 
ldrake@mlaglobal.com.



17Of Counsel, Vol. 37, No. 2

Giving Back and Getting Protection: 

It’s Not Too Good to Be True

Every so often, altruism and practicality 
merge to create a winning formula that simul-
taneously drives a positive financial return 
along with generous charitable engagement. 
Hard to believe? Certainly. A regular occur-
rence? Unfortunately, not. Sustainable? 
Absolutely.

In fact, this year—as they have for over 
the last 60 years—thousands of lawyers from 
across the country will donate millions of 
their own dollars to fund vital legal research 
and public service programs that affect the 
delivery of legal services to those who need 
them the most and that protect and promote 
our nation’s justice system as well.

They’re using a novel approach to do it.

Under the leadership of the American 
Bar Endowment (ABE), members of the 
American Bar Association (ABA) are able to 
protect themselves, their families, and their 
professional endeavors through group insur-
ance products underwritten by New York 
Life. They are then given the option to seam-
lessly gift the annual dividends they would 
otherwise receive to the ABE. 

In turn, the ABE has granted a total of 
$284 million over the last six decades to 
support programs of importance to lawyers 
and the public alike. Historically, eight out 
of 10 of the ABE’s insureds donate their 
dividends (which are not guaranteed) to the 
organization.

In all, these member-donated dividends 
have accounted for approximately 64 percent 
of the ABE’s annual grants over the past 
15 years. Broadly speaking, there are three 
primary channels through which the ABE is 
able to disseminate these resources in order 
to help ensure that they have the greatest 

positive impact possible, endure over time, 
and create lasting value.

The ABA Fund for Justice 
and Education (FJE)

The FJE supports more than 200 ABA 
public service and educational programs each 
year—all with a focus on promoting justice, 
especially for people of limited means. FJE-
supported programs address a wide range of 
issues, including those that:

• Protect the rights of women, children, 
families, and the elderly;

• Improve outcomes for military personnel 
and veterans;

• Ensure access to counsel and due process 
for undocumented immigrants;

• Secure rights to housing, health, safety, 
and financial stability;

• Create a more diverse and inclusive 
profession;

• Expand pro bono or low-cost legal ser-
vices to those who need them the most;

• Advance international law, policy, and 
justice;

• Safeguard the legal profession through 
ethical practice, training, and innovation;

• Preserve civil liberties and increase the 
understanding of legal rights; and

• Defend the rule of law in the US and 
overseas.

The ABE awarded the FJE a grant of $3.4 
million in 2017.

The American Bar 
Foundation (ABF)

Regarded as one of the nation’s premier 
independent legal research and scholarly 
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organizations, the ABF undertakes analyti-
cal empirical research to better understand 
some of the thorniest legal issues of the day. 
The ABF’s research helps to identify poten-
tial paths forward and, wherever appropri-
ate, serve as the intellectual underpinning of 
new legislative and regulatory approaches to 
important social issues. At the same time, the 
ABF’s enduring commitment to training 
the next generation of legal thinkers is one of 
the organization’s hallmarks.

Key ABF research efforts include studies on:

• Gun violence;
• Access to justice;
• Effects of  parental incarceration on 

children;
• The important role of the law in protect-

ing individual and groups rights; and
• An examination of the dynamic relation-

ship between the “law-on-the-books” and 
the “law-in-action.” 

As a key component of its commitment to 
training the next generation of lawyers and 
interdisciplinary legal scholars, the ABF offers 
a series of fellowships that enable students to 
work onsite with ABF faculty. They are:

• Montgomery Summer Research Diversity 
Fellowships (SRDF) in Law and Social 
Science. Since 1988, the SRDF has annu-
ally hosted four talented undergraduate 
college students from underrepresented 
minority groups for an eight-week summer 
research internship at the ABF’s Chicago 
office. Alumni include the Honorable 
Tino Cuellar, Associate Justice of the 
California Supreme Court (and former 
law professor at Stanford University); 
Dean Danielle Holley-Walker, Dean of 
the Howard University School of Law; 
and many more.

• Postdoctoral & Doctoral Fellowship 
Programs. Similarly, this program is 
replete with alumni who are leaders in the 
law today, many teaching in such stellar 
academic institutions such as Georgetown 
University Law Center, Columbia 
University, Northwestern Pritzker School 

of Law, Tulane University, and Harvard 
University.

The ABE has awarded the ABF $3.4 million 
in 2017. 

Opportunity Grants

In 2017, for the first time, the ABE intro-
duced its Opportunity Grants Program. This 
effort is providing a new level of support 
for needed boots-on-the-ground initiatives 
and innovative projects that address issues 
of critical importance to the public and the 
legal profession. The majority of the projects 
being funded through this program focus 
on improving access to legal services among 
underserved populations. In all, the ABE 
awarded 15 Opportunity Grants totaling 
$343,815 in its 2017 grant cycle. Of those, 12 
were state- or locally-based in 10 states, and 
three were national in scope.

In addition to supporting legal aid pro-
grams in Tennessee, South Carolina, Alaska, 
Illinois, Texas, and Georgia, the flexibility 
that the Opportunity Grants provides makes 
it possible for the ABE to expand its reach. 
Two efforts supported through the first 
Opportunity Grant cycle that are illustrative 
of this approach are:

• Girls Embracing Mothers (GEM)—A 
Dallas-based program that focuses on the 
reduction of the trauma suffered by girls 
in grades K-12 as a result of their moth-
ers being incarcerated. During monthly 
group visits, GEM facilitates open and 
honest discussions between mothers 
and daughters and addresses critical life 
issues while also building the mother-
daughter bond. The ABE Opportunity 
Grant enables GEM to reach more 
girls, partner with more prisons, and 
deliver services that help stem the tide of 
recidivism—and that stop girls from 
entering prison by producing law-abiding, 
successful women of society.

• Legal Aid of the Bluegrass (LABG)—
The ABE Opportunity Grant supported 
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the creation and ongoing tour of a trav-
eling “Justice Bus” staffed with pro bono 
lawyers, paralegals, and outreach per-
sonnel, providing legal services to resi-
dents of 10 underserved rural counties 
in Kentucky. The ABE’s grant covered 
the purchase of the bus and enabled the 
outfitting of that bus with the technol-
ogy necessary to function as a “pop-up” 
office; enhancements included satellite 
phone and internet connectivity for areas 
where there is no cell phone coverage, 
mobile computer equipment, and video-
conferencing equipment.

The work of the ABE—and its ability to 
support the important works of the FJE, 
ABF, and the Opportunity Grant recipients—
is powered by ge nerations of lawyers com-
mitted to supporting public service. In return, 
they have access to affordable and depend-
able protection. Truly a win-win.

As lawyers continue to advance in their 
lives and careers, the group insurance prod-
ucts that are sponsored by the ABE and 
underwritten by New York Life are paired 
with each one of their personal milestones. 
From the life insurance needs of a young 
lawyer, to the responsibilities of a new par-
ent, to protection for a new solo or small law 
firm through to retirement, these products 
will continue to be inextricably intertwined 
with charitable giving. That is a proud legacy 
indeed. ■

—Joanne Martin

Joanne Martin is the Executive Director of the 
American Bar Endowment (ABE). She is the 
co-author with ABF Research Professor Ste-
phen Daniels of two books on civil jury verdicts, 
plaintiffs’ lawyers, and access to justice. Reach 
her at jmartin@abenet.org.
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Galler and his colleagues are fielding a 
range of questions from clients. “They want 
to know what makes more sense: to be in 
a partnership or in a corporation,” he says. 
“They want to know how they should be 
looking for their next investment into the 
US from abroad. Should I be doing that 
in a corporate context because the rate has 
dropped? How can I take advantage of new 
pass-through rules? Do I qualify for the 
deduction? Should I restructure my business 
to make sure I do qualify?”

Ripple Effect

While the new law is generating work for 
lawyers in the tax area, it’s also driving trans-
actional work, which of course requires tax-
attorney expertise. “When you think about 
the lifecycle of a business transaction or 
an M&A, taxes are typically on the leading 
edge of most them and involves questions 
around structuring and savings and costs,” 
says Geoffrey Davis, a partner with Chicago-
headquartered Jenner & Block. 

Davis says 2018 has started with an increase 
in corporate activity. “Quarter one tends to 
be a pretty slow calendar quarter annually 
for M&A, but we’re actually seeing more 
vigor in that area,” he says. “This early in 
the year, we’re already helping clients evalu-
ate deals in light of the new tax act. And, I 
expect not only an uptick in M&A this year 
over last year and the year before but also 
a pretty healthy uptick in corporate activity 
generally.”

Clearly, lawyers are working hard to unravel 
as much of the complicated legislation as they 
can as quickly as they can to help clients navi-
gate around and through it. At Silicon Valley-
based Hopkins & Carley, tax lawyer and of 

counsel Sepi Ghiasvand started organizing, in 
the last days of 2017, a panel for a Webinar on 
the law and its implications. The Webinar will 
be presented this month.

“We have to get quickly up to speed,” 
Ghiasvand says. “We need to push to do it 
because the need to understand is so imme-
diate. We need to see if  the documents we 
supply to our clients need to change or if  we 
need to tell our clients to switch from an LLC 
to an S Corp. The issues can come up very 
quickly in what we do for clients.”

It’s no secret that the bill was hastily 
drafted and that most members of Congress 
didn’t read the entire bill before they voted 
on it; some speculate that none of them 
did. Consequently, the regulatory agencies 
will be working on interpretations of the 
law, and it’s likely to take the IRS and the 
Treasury Department quite some time to put 
out notices and regulations. “Whether you 
feel like tax reform was positive or negative, 
everybody understands it was rushed through 
and not everything was thought through in 
the most methodical way,” Galler says. “So 
there will be a lot of work left to be done 
on the government side.”

So lawyers and accountants aren’t the only 
ones trying to understand the nuances of the 
legislation. “The problem is that it’s written 
with a lot of vague language,” Ghiasvand 

Continued from page 2

Tax Law Workload

“There was a general strain 
on the IRS before these new 

rules got passed, given budget 
cuts, limited resources, and 

outdated systems. Imagine its 
staff trying now to implement 

this giant overhaul.”

—Elliot Galler, 
partner, Withers Bergman
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says. “We’re all scratching our heads and try-
ing to figure out how to come up to speed. 
The only people who are in a worse situation 
than us are those in the IRS. They’re really 
scrambling.”

On that note, one thing that doesn’t get 
much attention concerns the resource-
depleted IRS and its capability to adequately 
handle all of the work on the regulatory 
front. “There was a general strain on the 
IRS before these new rules got passed, given 
budget cuts, limited resources, and outdated 
systems,” Galler says. “Imagine its staff  try-
ing now to implement this giant overhaul.”

New Hires?

While clients are asking their attorneys 
what the tax law means to their businesses, 
law firm and practice group leaders are ask-
ing themselves if  they need to hire more tax 
lawyers to meet the increasing demand. 

At Jeffer Mangels, Cohen says he thinks 
the firm will probably be looking to boost its 
ranks, given how busy he expects his group to 
be in the upcoming year or so. He also says 
he’d “rather have less business and good pol-
icy; this policy is awful. I don’t think they’re 
going to be able to hold this policy in place. 
It’s going to cost a lot more than they think, 
and they’ll have to reevaluate it.”

Some say that the law won’t require a hiring 
spree yet because many attorneys in the tax 
law practice area were not operating with a full 
workload before passage of the bill. Gardere’s 
Howard says many law firms had the “capac-
ity and that this development will help fill up 
some of that capacity.” He adds that his group 
will take a wait-and-see approach to hiring: 
“We won’t rush out to staff up for demand 
until that demand is there. It’s hard to forecast 
what this is going to do for our clients.”

Jenner’s Davis agrees. “The tax law will 
help soak up existing tax capacity,” he says. 
“It’s not clear to me yet whether it’s going to 
drive additional headcount in the tax area.”

Galler says the need to bring in more attor-
neys hasn’t surfaced yet but it may. “It’ll take 
some time for the workload to trickle down to 
all the different people,” he says. “Obviously, 
if  we get too busy we’ll bring people in, but 
there’s a lot of focus right now on talking 
to clients.” There’s also plenty of focus on 
studying the content of the legislation, which 
requires “a lot of reading,” Galler adds. 

That’s true for tax attorneys across the 
nation; they’ve all got to do mountains of 
homework, and they’re candid about that chal-
lenge. “Honestly, we’re still trying to under-
stand it,” Howard says. “There are provisions 
in it that we don’t know enough about so we’re 
reading the statute and the history behind it to 
understand where they’re headed with it. We’re 
trying to get our arms around it so that we can 
understand it and then confidently advise our 
clients on what we think they should do.”

On the day before he was interviewed for this 
article, Howard had listened to two seminars 
and read a half-dozen articles “Right now we’re 
ingesting as much information as possible and 
trying and to digest it all,” he says.

Certainly, many tax attorneys feel they’re 
sailing uncharted waters, and some of them 
welcome the exploration they’re undertaking. 
Consider Ghiasvand’s thoughts on this new 
development. “I anticipate that there will be 
some back-and-forth with the IRS and some 
litigation in the future,” she says. “Usually 
most of what we deal with has been litigated. 
There’s precedent on it. There are regulations. 
But this is different. It’s clearly an interesting 
time to be a tax lawyer.” ■

—Steven T. Taylor

“It’s clearly an interesting 
time to be a tax lawyer.”

—Sepi Ghiasvand, 
of counsel, Hopkins & Carley
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a software architect for several years before 
changing his career trajectory in the mid-90s 
to get his law degrees. His knowledge and 
experience extend to a range of areas includ-
ing, computer networks, telecommunications, 
software engineering, computer architecture, 
3D graphics and animation, medical imaging, 
and artificial intelligence. He also handles 
appellate cases at the Federal Circuit level. 

Recently Of Counsel talked with Marino 
about his practice, the similarities and differ-
ences of his careers in both the tech space and 
the courtroom, a few of his important trial 
victories, his decision to come to Polsinelli, 
his work as a college professor at Santa Clara 
University School of Law, and his work with 
UC-Berkeley moot court patent litigation 
teams, as well as other topics. The following 
is that edited interview. 

Deeper Relationships

Of Counsel: Fabio, you earned degrees in 
computer science and worked as a technology 

consultant in the early part of your career. 
What was it that sparked your interest in the 
legal profession and inspired you to go to law 
school?

Fabio Marino: A friend who was a lawyer 
suggested it, but from a practical standpoint 
I thought that my relationships with clients 
would matter more as a lawyer because you 
develop a deep relationship of trust and 
serve as a counselor to the client. As a pro-
fessional consultant you really serve as more 
of a vendor, although the skill set that was 
required was very similar. That is, in both 
fields you have to be able to digest often 
complex technology and explain it to people 
in terms that they can understand. So that 
was similar. The relationship with the client, 
I thought, was more rewarding in the legal 
profession, and, I discovered that that turned 
out to be true.

OC: So you predicted that a career in the 
legal profession would give you the satisfac-
tion with clients that you didn’t quite have in 
the tech sector, and you were right.

FM: Yes, that was one part. The second 
part was that in the legal profession you 
can progress in your career as a lawyer and 
remain very much hands-on with your prac-
tice in handling your cases, whereas on the 
technology side you get pushed up to man-
agement fairly quickly.

OC: And then you’re not able to do the 
type of hands-on work that attracted you to 
the technology business to begin with, right?

FM: Right.

Nat’l Geo Approach

OC: You suggested that when you were a 
consultant you had to explain the technology 
to the customers and then you discovered 
that this very same skill translated pretty well 
when you had to explain and simplify tech-
nology to a jury. Could you talk about that 
a little bit?

Continued from page 28
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“You have to make the 
case about people and their 

stories. So, it’s not the patent 
that you’re enforcing; it’s 
the person and their life’s 

work. You have to connect 
the human element into the 
technological innovation.”

—Fabio Marino, 
partner, Polsinelli
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FM: I was the software architect for the 
product when I was a technology consultant 
and would deal with the clients; often they’d 
be the executives of the companies. I had to 
explain to them how the technology would 
have an impact on their business. That’s fairly 
similar to what we do with the jury, with the 
added challenge of having to get the jury to 
really care about the case first. 

When you’re dealing with a customer, the 
customer has already pretty much decided to 
invest in the technology, but when you initially 
talk to a jury they haven’t invested in your 
case. So the first thing that we have to do is to 
get them very interested in the case and care 
about our client’s cause. So while the skill sets 
are similar we have a whole other challenge to 
overcome in the courtroom as a trial lawyer.

OC: And that involves tapping into the 
human element of the case. What’s the best 
way to show the human element to a jury to 
increase their level of investment?

FM: First, you have to make the case about 
people and their stories. So, it’s not the patent 
that you’re enforcing; it’s the person and their 
life’s work. You have to connect the human 
element into the technological innovation. 
That’s number one.

Number two, you need to be able to distill 
the technology to enable the jury to feel that 
they can make their own decision. I try to 
take what I call the National Geographic 
approach. The same way that a company 
like National Geographic is in the business 
of  creating technological or other complex 
material for a broad audience and make it 
understandable, we have to distill the tech-
nology and connect it to something that is 
of  interest to a broad audience [in the court-
room]. And then once we explain why this 
technology is important—the why—we can 
explain more. 

OC: I really like the metaphor of 
National Geographic. It nails exactly what 
you’re trying to do to an audience in a 
courtroom. You have to simplify without 
condescending. 

Courtroom Animation

OC: I’d like to shift gears here. Can 
you talk about your first case involving a 
Japanese company and your client, Samsung? 
Can you summarize that case and then talk 
about what you got from working on that 
litigation?

FM: In that case, the plaintiff  was what 
we would today call a patent troll, a com-
pany that didn’t make any products but 
made a bunch of  patents. The plaintiff  
used the same patents that covered clean 
silicone, which was used in this particular 
case to make LED screens. What we did 
in that case, to give you an example of 
the National Geographic approach, was to 
make a sophisticated animation involving a 
laptop computer. 

This was in 1996 and laptops were not as 
popular then as they are now. That animation 
explained how they worked. We had the cam-
era zoom in to the screen of the computer 
and magnify the actual transistors that con-
trolled each pixel … that make up the image 
on the screen. Then we went on to further 
explain the technology.

“We’re also going to be 
looking for people who want to 
make a name for themselves, 

and perhaps step out of 
the shadow of more senior 

litigators. We have people in 
their 30s with trial experience, 

and that is one of the key 
ways we distinguish ourselves.”

—Fabio Marino, 
partner, Polsinelli
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OC: It seems you put on quite a visual 
display. Did the jury understand it, and was 
that a key factor in their deciding in your cli-
ent’s favor?

FM: Yes, that was a very important part 
of  the case. Ultimately, we actually won 
that case on something called inequitable 
conduct. 

OC: Did this first case that you tried really 
get your juices going, Fabio?

FM: It was my first big case that went all 
the way to trial, and then it was appealed to 
the Federal Circuit, and we won [again] in the 
Federal Circuit. That was a very important 
case and helped put me on the map, because 
I was the person responsible for the defense 
that won the case.

OC: Can you tell me about another case 
or two that have been very important to you 
and why?

FM: One was the Brocade vs. A10 
Networks case. We actually tried it twice 
in 2012 and 2013. The first time we won 
and the second time the other side gave up 
during the trial. That case was important 
because of  the personal connection I had 
with the company—I had been with them 
for their entire existence—and also because 
it was your typical Silicon Valley story, 
where one of  the founders started a compet-
ing company and then it turns out he was 
misappropriating trade secrets. We were able 
to win, and it was one of  the highest verdicts 
in Silicon Valley for IP cases. So that was 
very rewarding.

That case was on the plaintiff  side and then 
another important case that comes to mind 
was on the defense side. That was Netlist vs. 
Diablo. We tried that case in 2016. It became 
clear to us during the trial that if  we didn’t 
win, the company was done. We took over the 
case from another firm, and we won at trial. 
This was also personally rewarding because 
we were able to do that and get the company 
back in business. 

The Right Fit

OC: Thank you. You recently came over 
with a team of yours from McDermott, and 
I read in a press release about that move that 
you felt Polsinelli was a very good cultural 
fit. What did you see in this partnership that 
made you think that?

FB: Yes, there were two things that really 
come to mind on that front. First, Polsinelli 
is one of the few AmLaw 100 firms that’s 
planning to and actually is growing the size 
of its IP practice as opposed to shrinking it 
like most of these firms are doing these days. 
That’s obviously an important portion of 
the cultural fit because we want to grow our 
practice; we don’t want to reduce it.

The second part was the fact that what we 
bring to the table fits in very well within the 
platform of the firm. Before we came over, 
the firm had IP-strong capability on the 
transactional side and the prosecution side 
[and other IP-related practices], but what 
they wanted to strengthen was the IP trial 
skill set. That’s exactly what we bring to the 
table. So it was a good fit.

OC: You’re going to grow the practice, and 
of course that means you’re going to be hiring. 
What do you look for when you hire someone 
for IP litigation? In addition to a candidate 
being smart, a good lawyer and communica-
tor, is there any other trait you want?

FB: Because we look at this as a trial prac-
tice as oppose to just a litigation practice, we 
really want people who already have experi-
ence at the trial level and want to strengthen 
that experience. A lot of the IP litigation 
practices are really focused on the pre-trial 
practice and not so much on the actual trial. 
The way we have distinguished ourselves so 
far, and the way that we will continue to dis-
tinguish ourselves, is on the trial side itself. 
That’s going to be a primary driver when 
we’re looking for people.

We’re also going to be looking for people 
who want to make a name for themselves, 
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and perhaps step out of the shadow of more 
senior litigators. In the IP litigation practice, 
there are a lot of people who came into this 
practice in the 1980s and early 90s because 
they were perhaps trying cases in federal 
court in different areas and then moved over 
to IP [a time when the need for IP litigators 
began increasing]. 

But that crop of lawyers is now retir-
ing and because they have been dominating 
the trial practice for so long, a lot of them 
haven’t built up the experience of their more 
junior people. We’re trying to fill in that gap 
because we have people in their 30s with trial 
experience, and that is one of the key ways we 
distinguish ourselves.

Confronting Oneself

OC: You also teach law school at the 
Santa Clara University School of  Law. What 
do you bring to trial practice that you 
experience in the classroom? Is there some 
crossover?

FB: Yes, I teach IP litigation. That’s very 
interesting because it forces me to confront 
myself  and what I do in the courtroom. I 
have bright young lawyers who want to learn 
this, and they’ll ask questions about why 
you do things in a certain way. To be able to 
explain that and investigate why it is that we 
do certain things based on experience – that’s 
a great way to confront yourself  and reevalu-
ate if  that’s really the way we should prepare 
lawyers because that’s simply the way we’ve 
always done it. It’s beneficial to go through 
that process.

OC: That’s a candid and great answer. Is 
there anything else?

FB: Yes, the other thing that I do that’s 
very directly related to that is I coach 
teams at the Bolt Berkeley Law School 
for the Giles S. Rich Patent Moot Court 
Competition, which is a national com-
petition. That’s valuable for me and very 
interesting from an appellate perspec-
tive. I am an appellate lawyer in addition 
to a trial lawyer. Getting second- and 
sometimes third-year law students pre-
pared to argue in front of  the Federal 
Circuit is a very rewarding and compelling 
exercise. It always amazes me how well, in 
the space of a semester, you can get young 
lawyers ready to do what other people spend 
10 to 15 years of their career getting ready 
for. And then they go out and do a very 
good job.

OC: That’s great. Fabio, we should wrap 
this up but first, what are you looking for-
ward to in the next year or so in terms of 
managing both the Silicon Valley office and 
your practice group? What’s on the horizon 
that gets you excited?

FB: As we discussed we’re going to grow 
both the group nationwide as well as the 
office beyond IP. We also have some intrigu-
ing cases going to trial, and I look forward to 
doing those trials—and hopefully getting the 
right results for our clients. Those things go 
hand-in-hand: Doing those cases right helps 
grow the practice.  ■

—Steven T. Taylor
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Shortly before the close of 2017, Kansas 
City’s Polsinelli hit recruitment gold. The 
national partnership, which has grown rap-
idly in the last few years to become one of 
the 100 largest firms in the nation, pulled in 
a very well-regarded, five-attorney team of 
experienced intellectual property trial lawyers 
from Los Angeles-based McDermott Will & 
Emery. 

In IP litigation circles, this is big news.

Polsinelli leaders know what they’ve got 
in the team led by Fabio Marino, who had 
been the leader of McDermott’s Northern 
California IP group. “This team is widely 
recognized as one of the nation’s premiere 
patent litigation groups, and we believe their 
addition will bolster our nationwide IP capa-
bilities and our California presence,” says 
Polsinelli’s chair Russell Welsh, adding that 
the firm has 120 attorneys, patent agents, 
and scientists in its IP department across the 
country. 

Marino comes with more than two decades 
of courtroom experience and, in addition to 
chairing the IP litigation group, is also man-
aging Polsinelli’s Silicon Valley office. He’s 
considered a “go-to” attorney with an out-
standing “courtroom presence and impres-
sive skills as a patent litigator,” according to 
Chambers USA. His representation of Brocade 
Communications Systems in a high-profile IP 
dispute with A10 Networks in 2012-13 earned 
his client a hefty $112 million verdict, further 
enhancing his reputation as a skilled trial 
lawyer.

Marino tries—and, as with the case for 
Brocade, usually wins—high-stakes cases 
involving trade secrets, patents, copyrights, 
breach of contract, and trademark infringe-
ment with a focus on computer-tech litigation. 
He knows a thing or two about technol-
ogy, having earned bachelor’s and master’s 
degrees in computer science and working as 
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